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1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

2. Claims 1-5, 7, 10, and 12 are rejected under 35 U.S.C. 

§ 102(b) as being anticipated by Calvert et al. (US 4,642,226). 

The reference discloses a method of making zeolite beta 
wherein sodium aluminate, sodium hydroxide, dibenzyldimethyl 
ammonium hydroxide and colloidal silica are mixed to form a gel 
then heated to 98 "C under refluxing conditions (i.e., heated to 
boiling) and zeolite beta is allowed to crystallize (see lines 
35-64 col. 7, particularly example 2). The reference discloses 
an additional step of forming a gel, however, applicants 
"comprising" terminology allows for additional steps. 

The applicants claim 4 limitation of "sufficient organic 
directing agent to cause substantially complete dissolution of 
the silica source" is inherent in the reference disclosure of an 
organic templating agent to silica molar ratio of 0.62 (see 
line 50 col. 7) . This molar ratio also anticipates instant 
claim 10. 
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In regards to instant claims 5 and 7, example 2 discloses 
the addition of NaA10 2 to the reaction mixture during zeolite 
beta formation (see line 34 col. 7). 

In regards to instant claim 12, example 2 discloses an OH" 
/Si0 2 molar ratio of 0.34. 

In regards to the claims 1-3, the reference does not 
disclose the various morphological properties claimed by 
applicants. Since the method of making disclosed by the zeolite 
is the patentably the same, the properties are assumed to be 
inherent to the product. 

3. The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 



A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 



action: 



person. 



Copied from 0821 1873 on 0!i/(){)/2() I <) 



Serial Number: 08/211,873 
Art Unit: 1108 



-4- 



Evaluations of the level of ordinary skill in the art 
require consideration of such factors as various prior art 
approaches, types of problems encountered in the art, rapidity 
with which innovations are made, sophistication of technology 
involved, educational background of those actively working in the 
field, commercial success, and failure of others. 

The "person having ordinary skill" in this art has the 
capability of understanding the scientific and engineering 
principles applicable to the claimed invention. The evidence of 
record including the references and/or the admissions are 
considered to reasonably reflect this level of skill. 

4. Claims 8 and 9 are rejected under 35 U.S. C. § 103 as being 
unpatentable over Calvert et al. (US 4,642,226). 

As described above, the reference discloses a method of 
making a molecular sieve that is the same as the instant 
invention. The examples disclosed by the reference relied upon 
for the above rejection do not disclose using a solid source of 
silica in general or silicic acid specifically (the instant claim 
8 and 9 limitations) . The reference does, however, teach silicic 
acid to be equivalent to the colloidal silica used in the 
examples (see lines 63-65 col. 2) . 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have used 
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silicic acid as a source of silica in the method taught by 
Calvert et al. because silicic acid is a functionally equivalent 
to colloidal silica. 

Note that the reference teaches the instant claim 8 
limitation of vigorous stirring at col. 7 line 52. 

5. Claims 1-6 and 10-12 are rejected under 35 U.S.C. § 103 as 
being unpatentable over Argauer et al. (US 3,702,886). 

Argauer et al. teach a method of making ZSM-5 by preparing 
an aqueous solution of tetrapropyl ammonium hydroxide, Si0 2 and 
sodium aluminate at 100 °C and then crystallizing at a temperature 
of 100-175° C (see lines 25-26 col. 8 and lines 4-5 col. 16). 
The crystallization temperature overlaps applicants claimed range 
of 100-120°C. 

In regards to claim 5, the reference teaches that aluminum 
and sodium are present in the synthesis mixture (see lines 25-30 
col. 8) . 

In regards to claim 6, the reference teaches the formation 
of ZSM-5 (line 37 col. 8) which is an MFI type zeolite. 

In regards to claim 10, the reference teaches an organic to 
silica molar ratio of 0.30 (see lines 30-31 col. 8). This 
teaching is further relied upon for the claim 4 limitation of 
sufficient organic "to cause substantially complete dissolution 
of the silica source." 
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In regards to claim 11, the reference teaches tetraalkyl 
ammonium cations in general and tetrapropyl ammonium hydroxide 
specifically (see lines 33-34 col. 2 and line 25 col. 8) . 

In regards to claim 12, the reference teaches an OH'/Si0 2 
ratio of 0.3-0.8 (see line 14 col. 16). 

In regards to instant claims 1-3, the reference fails to 
teach a molecular sieve with each of the claimed morphological 
properties, however, as discussed above, the method of making the 
zeolite is substantially the same as that claimed by applicants. 
Therefore, one of ordinary skill in the art would expect that the 
reference product would have the same properties, lacking 
evidence to the contrary. 

The subject matter as a whole would have been obvious to one 
having ordinary skill in the art at the time the invention was 
made to have selected the overlapping portion of the temperature 
range disclosed by the reference because overlapping ranges have 
been held to be a prima facie case of obviousness, see in re 
Malagari, 182 U.S.P.Q. 549. 

6. Claim 13 is objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any 
intervening claims. 
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7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to David 
Sample whose telephone number is (703)308-3582. The examiner can 
normally be reached Monday through Thursday from 6:30 AM to 4:00 
PM. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mark Bell, can be 
reached at (703)308-3823. The fax phone number for this Group is 
(703) 305-3599. 

Any inquiry of the general nature or relating to the status 
of this application should be directed to the Group receptionist 
whose telephone number is 3 08-0661. 




MARK L.BELL 
SUPERVISORY PATENT EXAMINER 
GROUP 1100 




DRS 

December 8, 1994 
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